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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the dirrci cnccs bciw eenthe subject matter sought to be patented and the prior art are 
such that the subject matter as a \vht)lc \v duIcI have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-5, 7, 9, 11, and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 5,642,601 to Thompson Jr., in view of USPN 5,516,580 to Frenette and USPN 
4,118,531 to Hauser. 

Regarding claims 1-5, 7, 9, 11, and 13, Thompson Jr. teaches a fiber insulation material 
for the manufacture of nonwovens comprising primary fiber components of a portion of 75% 
cellulose fibers, a portion of 15% synthetic fibers being crimped fibers, and a portion of 10%) bi- 
component fibers comprising a core and an outer sheathing, the outer sheathing having a lower 
melting point than the core (Thompson Jr., column 1 line 5 to column 2 line 67, column 6 lines 
5-13, column 8 line 38 to column 9 line 6, column 9 line 63 to column 10 line 11, column 13 line 
63 to column 14 line 23, column 15 lines 30-67, column 22 line 45 to column 23 line 24). It 
should be noted that the springy fibers of the prior art appear to be within the scope of the 
crimped and helically shaped crimped fibers. 

Regarding claims 1-5, 7, 9, 11, and 13, the prior art does not appear to specifically teach 
the length of the cellulose fibers and the bi-component fibers and the weight of the resulting 
material. Since the cellulose fibers and the bi-component fibers necessarily comprise fiber 
lengths and the resulting material necessarily comprises a weight, and since the prior art is silent 
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as to each of the fiber lengths and material weight, it would have been necessary and therefore 
obvious to look to the prior art for conventional fiber lengths and material weights. Frenette 
provides this conventional teaching, showing that it was known in the insulation material art to 
form an insulating material comprising cellulosic fibers and synthetic fibers, wherein the 
cellulosic fibers have a length from about 1 mm to about 4 mm, the bicomponent fibers have a 
length longer than 4 mm, and wherein the resulting material has a density of 2 Ib/cu.ft. or 1 .5 
lb./cu.fit. (Frenette, column 1 lines 7-12, column 2 lines 3-32, column 3 line 4 to column 4 line 
6). It would have been obvious to one of ordinary skill in the insulation art at the time the 
invention was made to form the insulating material of the prior art, with the fiber lengths and 
material weight, as taught by Frenette, motivated by the desire of forming a conventional fiber 
insulation material with bicomponent fiber lengths and a material weight known in the insulation 
art to be predictably suitable in forming fire retardant fiber insulation materials. It should be 
noted that in the case where the claimed ranges overlap or lie inside ranges disclosed by the prior 
art, a prima facie case of obviousness exists. 

Regarding claims 1-5, 7, 9, 11, and 13, the prior art does not appear to specifically teach 
the length of the crimped fibers. Since the crimped fibers necessarily comprise fiber lengths, and 
since the prior art is silent as to the fiber length, it would have been necessary and therefore 
obvious to look to the prior art for conventional fiber lengths. Hauser provides this conventional 
teaching, showing that it was known in the fiber insulation material art to form a fiber insulation 
material comprising synthetic polyester helically shaped crimped fibers having a length between 
about 2 and 15 centimeters (Hauser, column 1 lines 1 1-32, column 2 lines 3-21, column 3 lines 
31-68, column 5 lines 31-47, colirain 6 lines 35-59, column 7 lines 27-60). Hauser teaches that 
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forming a web with such fibers adds resiliency, loft and compression resistance to the web. 
Similarly, Thompson teaches that the springy synthetic polyester fibers are resilient and provide 
bulk or loft to the insulation material (Thompson, column 15 lines 30-36). Thereft)re, it would 
have been obvious to one of ordinary skill in the fiber insulation material art at the time the 
invention was made to form the insulating material of the prior art, wherein the springy polyester 
fibers are the synthetic polyester helically shaped crimped fibers having a length between about 2 
and 15 centimeters, as taught by Hauser, motivated by the desire of forming a conventional fiber 
insulation material with synthetic polyester fibers known in the fiber insulation material art to 
predictably improve the resiliency, loft and compression resistance of the fiber insulation 
material. It should be noted that in the case where the claimed ranges overlap or lie inside ranges 
disclosed by the prior art, a prima facie case of obviousness exists. 

It should be noted that the limitation directed to a fiber insulation material "for the 
manufacture of a non-woven fiberboard material" is recited in the preamble and is interpreted as 
an intended use of the insulation material. A preamble is generally not accorded any patentable 
weight where it merely recites the intended use of a structure, and where the body of the claim 
does not depend on the preamble for completeness but, instead, the structural limitations are able 
to stand alone. Since the prior art combination teaches a substantially similar structure and 
composition (a fiber insulation material comprising the claimed cellulose fibers, crimped fibers 
and bicomponent fibers, each of the fibers having the claimed lengths and each of the fibers 
present in the claimed amounts) as the claimed invention, the prior art appears capable of 
performing the claimed use. 
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Regarding claim 2, the prior art teaches that the synthetic fibers are provided with fire- 
retarding chemical (Thompson Jr., column 13 line 63 to column 14 line 23, column 15 lines 30- 
67, column 22 line 45 to column 23 line 24). It should be noted that the prior art teaches the 
benefits of applying fire retardant chemical to the resulting material when additional penetration 
of the liquid fire retardant chemical is needed. Therefore, the synthetic fibers are provided with 
fire-retarding chemical. Additionally and/or altematively, it would have been obvious to one of 
ordinary skill in the insulating material art at the time the invention was made to form the 
insulating material of the prior art, wherein the synthetic fibers are provided with fire-retarding 
chemical, as the prior art suggests that additional fire resistance may be imparted to the fibers 
constituting the insulating material by adding liquid fire retardant chemical to the insulating 
material, and motivated by the desire of forming a conventional insulating material having the 
desired fire resistance suitable for the intended appUcation, as providing the synthetic fibers with 
fire retardant chemical additionally predictably increases the fire resistance of the resulting 
insulating material. 

Regarding claim 3, the prior art teaches that the cellulose fibers are saturated with the 
fire-retarding chemical (Thompson Jr., column 9 line 63 to column 10 line 11, column 13 line 63 
to column 14 line 23, column 15 lines 30-67, column 22 line 45 to column 23 line 24). 

Regarding claims 4 and 13, Thompson does not appear to teach that the content of the 
fire -retarding chemical is between 1 and 30% of the total fiber material composition and that the 
fire-retarding chemical comprises at least one of Borax, Boric acid. Ammonium sulphate and 
aluminum sulphate mixed with the synthetic fibers. However, Thompson teaches that any 
suitable fire retardant chemical can be applied, for example, a boron composition (Thompson, 
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column 8 line 37 to column 9 line 6). Since Thompson is silent as to the specific fire retarding 
chemical and the amount of chemical that is applied, it would have been necessary and therefore 
obvious to look to the prior art for conventional fire retardant chemicals and amounts. Frenette 
provides this conventional teaching, showing that it was known in the insulation material art to 
form an insulating material comprising cellulosic fibers and synthetic fibers, wherein a fire 
retardant chemical such as borax, boric acid, ammonium sulphate or aluminum sulfate is 
typically added at 10 to 30% (Frenette, column 1 lines 7-12, column 2 lines 3-32, column 3 line 
4 to colunm 4 line 6). It would have been obvious to one of ordinary skill in the insulation art at 
the time the invention was made to form the insulating material of the prior art, with the fire 
retardant chemical and in the amounts, as taught by Frenette, motivated by the desire of forming 
a conventional fiber insulation material with fire retardant chemicals and in amounts known in 
the insulation art to be predictably suitable in forming fire retardant fiber insulation materials. 

Regarding claim 5, the prior art teaches that the cellulose fibers having a length between 
about 1 mm to about 4 mm (Frenette, coliimn 1 lines 7-12, column 2 lines 3-32, column 3 line 4 
to column 4 line 6). 

Regarding claim 7, the prior art teaches that the fiber board material is manufactured with 
a grammar weight of 2 Ib/cu.ft. or 1.5 Ib./cu.ft. (Frenette, column 1 lines 7-12, column 2 lines 3- 
32, column 3 line 4 to column 4 line 6). Additionally, it should be noted that a fiber board 
material is not positively claimed, as the claimed invention is directed to a fiber insulation 
material, and the claimed fiber insulation material is not required to have the claimed grammar 
weight. The claim only requires that when the fiber insulation is used for the manufacture of a 
nonwoven fiberboard material, the grammar weight will comprise the claimed grammar weight. 
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Therefore, the claimed limitation is additionally interpreted as an intended use limitation. A 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. Since the prior art combination teaches a substantially similar structure 
and composition (a fiber insulation material comprising the claimed cellulose fibers, crimped 
fibers and bicomponent fibers, each of the fibers having the claimed lengths and each of the 
fibers present in the claimed amounts) as the claimed invention, the prior art appears capable of 
performing the claimed use. 

Regarding claim 9, the prior art teaches that the crimped synthetic fibers are helically 
shaped (Hauser, column 1 lines 1 1-32, column 2 lines 3-21, column 3 lines 31-68, column 5 lines 
31-47, column 6 lines 35-59, column 7 lines 27-60). Additionally and/or alternatively, it would 
have been obvious to one of ordinary skill in the fiber insulation material art at the time the 
invention was made to form the insulating material of the prior art, wherein the springy polyester 
fibers are the synthetic polyester helically shaped crimped fibers, as taught by Hauser, motivated 
by the desire of forming a conventional fiber insulation material with synthetic polyester fibers 
known in the fiber insulation material art to predictably improve the resiliency, loft and 
compression resistance of the fiber insulation material. 

Regarding claim 11, the prior art teaches that the bicomponent fibers have a length of 
longer than 4 mm (Frenette, column 1 lines 7-12, column 2 lines 3-32, column 3 line 4 to column 
4 line 6). It should be noted that Applicants' specification does not quantitatively and/or 
objectively define the scope of "approximately." Absent evidence to the contrary that the fiber 
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length of the prior art is necessarily outside the scope of the claimed fiber length, the fiber length 
of the prior art appears to be within the scope of the claimed invention. Additionally, it would 
have been obvious to one of ordinary skill in the insulating material art at the time the invention 
was made to form the insulating material of the prior art, fiirther varying the fiber lengths such 
that the fiber lengths are approximately 3 mm, as it is within the level of ordinary skill to 
determine a suitable fiber length based on the desired fiber process used and the desired level of 
bonding and structural integrity suitable for the intended application. 

Regarding claim 13, the fire-retarding chemical comprises borax, boric acid, ammonium 
sulphate or aluminum sulfate mixed with the synthetic fibers (Thompson Jr., column 13 line 63 
to column 14 line 23, column 15 lines 30-67, column 22 line 45 to column 23 line 24; Frenette, 
column 1 lines 7-12, column 2 lines 3-32, column 3 line 4 to column 4 line 6). 

3. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Thompson Jr. in 
view of Hauser and Frenette, as applied to claims 1-5, 7, 9, 11, and 13 above, and further in view 
of USPN 5,858,530 to McCuUough. 

Regarding claim 8, the prior art does not appear to teach that the synthetic fibers are 
hollow. Since the prior art is silent as to the exact structure of the synthetic fibers, it would have 
been necessary and therefore obvious to look to the prior art for conventional synthetic fiber 
structures in the fiber insulation material art. McCuUough provides this conventional teaching 
showing that it was known in the fiber insulation art to form a fiber insulation material 
comprising synthetic fibers and natural fibers, wherein the synthetic fibers are crimped and/or 
hollow (McCuUough, colunm 1 lines 8-36, coliimn 9 lines 19-43, column 19 lines 20-30, column 
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23 lines 1-35). It would have been obvious to one of ordinary skill in the fiber insulation 
material art to form the insulating material of the prior art, wherein the synthetic fibers are 
hollow, as taught by McCuUough, motivated by the desire of forming a conventional fiber 
insulation material with hollow fibers which were known in the fiber insulation material art to 
predictably result in flexible fibers which are cheaper without sacrificing performance. 



Response to Arguments 

4. Applicant's arguments filed October 29, 2009, have been fiiUy considered but they are 

not persuasive. It should be noted that due to Applicant's amendments, Applicant's arguments 
with respect to claims 1-3 and 9 have been considered but are moot in view of the new grounds 
of rejection. However, to the extent that Applicants' arguments still apply to the current 
rejection, they are addressed below. 

Applicant argues that Frenette teaches away from any overlap between the length of the 
cellulose fibers. Examiner respectfully disagrees. The use of patents as references is not limited 
to what the patentees describe as their own inventions or to the problems with which they are 
concerned. They are part of the literature of the art, relevant for all they contain. A reference 
may be relied upon for all that it would have reasonably suggested to one having ordinary skill 
the art, including nonpreferred embodiments. MPEP 2123. Additionally, in the case where the 
claimed ranges overlap or lie inside ranges disclosed by the prior art, a prima facie case of 
obviousness exists. 

As set forth above, the prior art does not appear to specifically teach the length of the 
cellulose fibers and the bi-component fibers and the weight of the resulting material. Since the 



Application/Control Number: 1 0/577,598 Page 1 0 

Art Unit: 1794 

cellulose fibers and the bi-component fibers necessarily comprise fiber lengths and the resulting 
material necessarily comprises a weight, and since the prior art is silent as to each of the fiber 
lengths and material weight, it would have been necessary and therefore obvious to look to the 
prior art for conventional fiber lengths and material weights. Frenette provides this conventional 
teaching, showing that it was known in the insulation material art to form an insulating material 
comprising cellulosic fibers and synthetic fibers, wherein the cellulosic fibers have a length from 
about 1 mm to about 4 mm, the bicomponent fibers have a length longer than 4 mm, and wherein 
the resulting material has a density of 2 Ib/cu.ft. or 1.5 lb./cu.fit. (Frenette, column 1 lines 7-12, 
column 2 lines 3-32, column 3 line 4 to column 4 line 6). It would have been obvious to one of 
ordinary skill in the insulation art at the time the invention was made to form the insulating 
material of the prior art, with the fiber lengths and material weight, as taught by Frenette, 
motivated by the desire of forming a conventional fiber insulation material with bicomponent 
fiber lengths and a material weight known in the insulation art to be predictably suitable in 
forming fire retardant fiber insulation materials. Since the claimed fiber length ranges overlap 
with the fiber length ranges disclosed by the prior art, the claimed fiber length ranges are 
rendered obvious over the prior art. 

Applicant argues that unexpected results stem from the claimed fiber lengths, allowing 
for a more efficient use of the bicomponent fibers, which is advantageous with regard to 
production costs and obtaining a voluminous fiber product with good spring elastic properties. 
Examiner respectfiilly disagrees. It should be noted that Applicant is only reciting the 
specification as originally filed in support of Applicant's arguments of unexpected results. 
However, it is well-settled that unsupported arguments are not a substitute for objective 
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evidence, and Applicant has not provided evidence that any results are unexpected. 
Additionally, advantageous production costs and voluminous fiber products with good spring 
elastic properties are not claimed. Therefore, Applicant's arguments are not commensurate in 
scope with the claimed invention. Additionally, the claiming of a new use, new fiinction or 
unknown property which is inherently present in the prior art does not necessarily make the 
claim patentable. There is no requirement that a person of ordinary skill in the art would have 
recognized the inherent disclosure at the time of invention, but only that the subject matter is in 
fact inherent in the prior art reference. Since the prior art combination teaches a substantially 
similar structure and composition (a fiber insulation material comprising the claimed cellulose 
fibers, crimped fibers and bicomponent fibers, each of the fibers having the claimed lengths and 
each of the fibers present in the claimed amounts) as the claimed invention, the prior art renders 
obvious the claimed invention. 

Applicant argues that none of Thompson, Hauser, Frenette or McCuUough, or 
combinations of the references teach the claimed invention. Examiner respectfully disagrees, 
for the reasons set forth above, the prior art renders obvious the claimed invention. 

Conclusion 

5 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PETER Y. CHOI whose telephone number is (571)272-6730. 
The examiner can normally be reached on Monday - Friday, 08:00 - 15:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on (571) 272-15 15. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Peter Y Choi/ /Andrew T Piziali/ 

Examiner, Art Unit 1794 Primary Examiner, Art Unit 1794 



